
IN THE UNITED STATES DISTRICT COURT 
FOR THE EASTERN DISTRICT OF TEXAS 

MARSHALL DIVISION 
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v.  
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ORDER 

Before the Court is Plaintiff Vocalife LLC’s (“Vocalife”) Opposed Motion for Leave to 

File its First Amended Complaint for Patent Infringement (the “Motion”). (Dkt. No. 95.) In the 

Motion, Vocalife seeks leave to file an Amended Complaint against Defendants Amazon.com, Inc. 

and Amazon.com LLC (collectively, “Amazon”) to formally add an allegation of willful 

infringement under 35 U.S.C. § 284. (Id. at 1.) For the reasons described herein, the Court finds 

that the Motion should be and hereby is GRANTED.  

I. BACKGROUND 
On April 16, 2019, Vocalife filed a Complaint alleging that Amazon infringes U.S. Reissue 

Patent No. RE47,049 (the “Reissued Patent”). (Dkt. No. 1.) The Reissued Patent, which was 

reissued on September 18, 2018, reissued from U.S. Patent No. 8,861,756 (the “Original Patent”). 

(Id. ¶¶16–17.) The Original Patent issued on October 14, 2014. (Id. ¶ 16.) In the Complaint, 

Vocalife alleged that the inventor of the Original Patent, Dr. Qi Li, met with Amazon employees 

as early as 2011 to present the technologies he had developed. (Dkt. No. 1 at ¶¶ 21–24.) However, 

despite detailing several interactions between Dr. Li and Amazon concerning the technologies now 
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allegedly covered by the Reissued Patent, the Complaint does not make any allegations of willful 

infringement by Amazon. 

On December 5, 2019, Vocalife served its First Set of Interrogatories, one of which 

requested that Amazon “identify the date and circumstances under which Defendants first became 

aware of the Asserted Patent or its application . . . including but not limited to a description of 

when Defendants first became aware of the Asserted Patent1 (including awareness through 

reference or citation to the Asserted Patent or its application).” (Dkt. No. 95-13 at 15.) In response 

to that interrogatory, Amazon stated “Amazon first became aware of the ’049 Patent after Vocalife 

filed its complaint in this case.” (Dkt. No. 95-14 at 13.) On March 6, 2020, Amazon supplemented 

its response to this interrogatory stating that Amazon first learned of both the Reissued Patent, the 

Original Patent, and any applications that led to the same when it was served with the complaint 

in this case. (Dkt. No. 95-15 at 12.) 

On January 21, 2020, Vocalife, in response to Amazon’s First Set of Interrogatories, stated 

that “Vocalife is also entitled to enhanced damages due to Amazon’s willful infringement.” (Dkt. 

No. 95-26 at 13.) The Docket Control Order entered by this Court allowed amendments to 

pleadings without leave of the Court up to and including January 8, 2020, but Vocalife did not 

amend its complaint within that deadline to add a willfulness allegation. (See Dkt. No. 47.) 

Following this amendment deadline, on April 13, 2020, Vocalife took the Rule 30(b)(6) 

deposition of Amazon’s representative, during which Vocalife learned of several Amazon 

patents/patent applications which listed the Original Patent or the application for the same as prior 

 
1 In Vocalife’s First Set of Interrogatories, “Asserted Patent” was defined to include both the Original Patent and the 
Reissued Patent. (Dkt. No. 95-13 at 2.) However, in responding to Vocalife’s interrogatories, Amazon limited 
“Asserted Patents” to the Reissued Patent only. (Dkt. No. 95-15 at 11.) 
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art. (Dkt. No. 95 at 8–9.) Armed with the benefit of this discovery, Vocalife now moves for leave 

to file its Amended Complaint adding an allegation of willfulness against Amazon. 

II. LEGAL STANDARD 
“Rule 16(b) governs amendment of pleadings after a scheduling order deadline has 

expired.” S&W Enters. v. SouthTrust Bank of Ala., NA, 315 F.3d 533, 536 (5th Cir. 2003). Federal 

Rule of Civil Procedure 16(b) states that a schedule may be modified for “good cause.” Id. Courts 

in this District routinely apply a four-factor test to determine whether good cause has been shown. 

See Alt v. Medtronic, Inc., No. 2:04-CV-370, 2006 WL 278868, at *2 (E.D. Tex. Feb. 1, 2006) 

(citing STMicroelectronics, Inc. v. Motorola, Inc., 307 F. Supp. 2d 845, 849 (E.D. Tex. 2004); 

S & W Enters., L.L.C., 315 F.3d at 535). Those four factors are: (1) the explanation for the failure 

to meet the deadline; (2) the importance of the thing that would be excluded; (3) potential prejudice 

in allowing the thing that would be excluded; and (4) the availability of a continuance to cure such 

prejudice. Id. The burden of proving good cause rests with the party seeking the untimely 

amendment. Id. 

III. DISCUSSION 
Vocalife argues that it presented the Amended Complaint to the Court as soon as 

practicable under the circumstances, that the Amended Complaint is important because it adds 

willfulness to this case, and that there is no prejudice to Amazon because it has been on notice of 

the potential willfulness claim as early as January 2020. (Dkt. No. 95 at 10–14.) The Court held a 

hearing on this Motion on July 15, 2020. (Dkt. No. 180.) 

A. Explanation 

Vocalife argues that it sought discovery regarding Amazon’s willful infringement in 

December 2019 and its delay in bringing a formal allegation of willfulness is the result of 

Amazon’s inaccurate response to the interrogatory regarding its pre-suit knowledge of the Original 
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Patent and the Reissued Patent. (Dkt. No. 95 at 10.) Vocalife contends it was not until the Rule 

30(b)(6) deposition that Vocalife learned that Amazon had listed the Original Patent as prior art in 

its own patent applications. (Id. at 10–11.) Further, Vocalife argues it was not able to conduct 

depositions to learn more about Amazon’s patent review policies before the January 8, 2020 

amendment deadline. (Id. at 11.) 

Amazon responds that Vocalife has unreasonably delayed bringing this Motion. (Dkt. No. 

101 at 8.) Specifically, Amazon contends that Vocalife admits it planned to pursue a willfulness 

claim in January 2020, yet it waited until May, nearly at the end of fact discovery, to file the instant 

Motion. (Id.) Amazon further argues that it is not the cause of this dealy. (Id. at 9.) Amazon 

contends that Vocalife was dilatory in taking the depositions it now claims warrant this 

amendment. (Id.) Finally, Amazon argues that Vocalife cannot blame this late amendment on 

Amazon’s answer to Vocalife’s interrogatory because Amazon’s answer was accurate in regard to 

the Reissued Patent, the only patent asserted in this case. (Id. at 9–10.) Amazon further argues that 

Amazon’s patents do not support this untimely amendment because Vocalife’s patent search all 

occurred months after the deadline to amend and the Amazon patents make no reference to the 

Reissued Patent. (Id. at 11.)  

This factor weighs slightly against granting leave for the amendment. The Court struggles 

to understand why Vocalife alleged it was entitled to enhanced damages for Amazon’s willfulness 

conduct in January 2020 but failed to amend its Complaint at that time. While it is understandable 

that Vocalife endeavored to establish a strong factual predicate to support its willfulness allegation, 

it did not need to complete discovery and muster evidence to support the allegation at the pleading 

stage. As such, the Court does not find Vocalife’s proffered excuse persuasive. 
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However, the Court recognizes that outside factors have impacted both parties’ abilities to 

conduct discovery in this case. The bulk of the fact discovery window in this case occurred 

between January 2020 and May 2020, during which time the United States and the rest of the world 

has grappled with the effects of the COVID-19 pandemic. There is no question that this pandemic 

has disrupted this Court’s docket and has impacted the complex discovery that occurs in every 

patent-infringement case. What may appear to be dilatory discovery conduct in normal 

circumstances may not be when colored by the current pandemic.  

B. Importance 

Vocalife argues that this amendment is important because it “provides the factual predicate 

establishing that Vocalife is entitled to enhanced damages . . . for willful infringement.” (Dkt. No. 

95 at 11.) Vocalife contends that the discovery reveals that Amazon had actual knowledge of the 

Original Patent and its willful blindness to the Reissued Patent is demonstrable. (Id. at 12.) 

Vocalife further argues that this amendment is not futile because the Court must consider the 

totality of the circumstances to determine what Amazon had knowledge of and whether they were 

willfully blind to their own infringement of the Reissued Patent. (Dkt. No. 107 at 2–3.) 

Amazon responds that this amendment is futile because it fails to state a claim for willful 

infringement. (Dkt. No. 101 at 11.) Specifically, Amazon contends that Vocalife has failed to plead 

the knowledge requirement for willful infringement because all of Vocalife’s allegations are 

directed at conduct occurring between 2011 and 2017, yet the Reissued Patent did not issue until 

2018. (Id. at 11–12.) Further, Amazon argues that Vocalife’s allegations do not support a willful-

blindness theory because Vocalife does not allege that Amazon engaged in deliberate conduct to 

avoid learning of the Reissued Patent, and knowledge of the application or of the Original Patent 

cannot establish willful infringement. (Id. at 12–13.) 
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This factor weighs strongly in favor of granting the amendment. This is not an instance 

where the amendment sought is cumulative. Instead, this amendment enables Vocalife to seek 

enhanced damages for Amazon’s alleged willful conduct. Further, the Court is not persuaded by 

Amazon’s futility argument at this juncture because Vocalife’s allegations of a specific policy of 

willful blindness by Amazon supports a claim for willful infringement. See Motiva Patents, LLC 

v. Sony Corp., 408 F. Supp. 819, 834 (E.D. Tex 2019) (“[T]he Court concludes that the 

requirements of Twombly are met when a plaintiff identifies the existence of a specific policy of 

willful blindness or specific acts of willfully blind conduct.”) Accordingly, based on the pleadings 

alone, the Court does not find that the Amended Complaint is futile. 

C. Prejudice and Continuance 

Vocalife argues that Amazon will not be prejudiced by the amendment because Vocalife 

informed Amazon that its infringement has been willful as early as January 21, 2020 in response 

to Amazon’s First Set of Interrogatories. (Dkt. No. 95 at 13.) Furthermore, Vocalife notified 

Amazon of its intention to file the present motion as soon as possible following the deposition of 

Amazon’s witnesses. (Id.) Vocalife also argues that much of its discovery has been directed at 

Amazon’s meeting with Dr. Li in 2011, which should have given some notice to Amazon of its 

willfulness claim. (Id.) Finally, Vocalife points out that no continuance of the trial date is necessary 

and to the extent curative discovery is needed, there is sufficient time to conduct such discovery. 

(Id. at 14.) 

Amazon responds that adding willfulness at this late stage in the case would greatly 

prejudice Amazon because it has developed its case and conducted discovery under the belief that 

willfulness was not in the case. (Dkt. No. 101 at 14.) Amazon further argues that adding willful 
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infringement would change the nature of the case and alter Amazon’s plans for trial and these 

claims would consume a disproportionate time at trial. (Id. at 15.) 

This factor weighs in favor of granting leave to amend. The Court is not persuaded by 

Amazon’s argument that it is prejudiced by the addition of the willfulness claim because it has not 

conducted any discovery on the matter. First, Amazon received notice that Vocalife believed the 

facts supported a willfulness claim in January 2020, many months before the close of fact 

discovery on May 6, 2020 (See Dkt. No. 87.) Second, many of the witnesses Vocalife contends 

support a willful blindness theory have been deposed in this case and Amazon had the opportunity 

to address this issue with those witnesses. Instead, Amazon elected to do nothing in response to 

Vocalife’s January statement that it believed it was entitled to enhanced damages for Amazon’s 

willful infringement. Further, the Court recognizes any potential prejudice to Amazon can be 

mitigated through a short discovery period directed at this issue and an allowance of time for 

Amazon to file a motion for summary judgment pertaining to the issue of willfulness. These 

curative measures can be accomplished without moving the September 14, 2020 trial date in this 

case. 

IV. CONCLUSION 

For the aforementioned reasons, the Court is of the opinion that the Motion should be and 

hereby is GRANTED. Accordingly, Vocalife is permitted leave to file its First Amended 

Complaint. It is further ORDERED that Amazon is permitted to take limited discovery directed 

solely at the issue of willfulness. Such discovery shall be concluded no later than July 29, 2020. 

Amazon is permitted to file a motion for summary judgment directed at the issue of willfulness. 

Such motion shall be filed, if at all, no later than August 8, 2020. The response to such motion, if 

any, must be filed no later than August 18, 2020. The reply to Vocalife’s response, if any, must 
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be filed no later than August 24, 2020. Amazon’s sur-reply, if any, must be filed no later than 

August 27, 2020. The Pretrial Conference currently set for August 10, 2020 is CANCELLED and 

reset for August 31, 2020 at 9:00 a.m. central time.  

.

____________________________________
RODNEY  GILSTRAP
UNITED STATES DISTRICT JUDGE

So ORDERED and SIGNED this 17th day of July, 2020.


